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HIGHLIGHTS

“Gilson on Trademarks”

¢ Note that the treatise has a new
name.

New Treatment of Likelihood of
Confusion

e This release contains a complete
revision Chapter 5, covering like-
lihood of confusion.

Trademark Dilution Revision Act
e Chapter 5A has been completely
updated to reflect the new dilution
law.

“Gilson on Trademarks.” The treatise
has been renamed to honor Jerry Gilson’s
extensive work on the treatise from 1974 to
2005. His daughter, Anne Gilson Lal.onde,
has worked on the book since 1998 and has
succeeded Jerry as its author, though he
continues to give sage advice.

Chapter 5 — Likelihood of Confusion.
The Chapter 5 sections on likelihood of
confusion have been completely rewritten
and updated, and the entire chapter has
been reorganized and renumbered. Each

confusion factor now has its very own
section (from § 5.03 to § 5.13) and there is
a new section on judge-made “types” of
confusion (§ 5.14), including initial interest
confusion, reverse confusion and non-
purchaser confusion. The section on parody
and free speech is now § 5.15, counterfeit-
ing is § 5.19 and gray market goods is
§ 5.20.

Chapter SA — New Dilution Law. The
Trademark Dilution Revision Act became
effective October 6, 2006, and Chapter SA
(and the rest of the treatise) has been
entirely updated to reflect the new law. The
TDRA, drafted by a select committee of
International Trademark Association mem-
bers, is the first change to federal dilution
law since the Federal Trademark Dilution
Act of 1995.

Use of Another Party’s Trademark.
Section 11.08[4][k] now contains a lengthy
treatment of use of another party’s trade-
mark to refer to that party’s products and
when such use is permissible. After a
discussion of the Ninth Circuit’s “nomina-
tive fair use” test, the section explores use
of another’s mark, including use by com-



panies with complementary products and
services, such as manufacturers of replace-
ment parts, repair shops and resellers of
unchanged or altered goods. The section
also discusses industry regulation of com-
parative advertising under the aegis of the
National Advertising Review Council.

Corrective Advertising Expenses. Sec-
tion 7.02[7] contains a new treatment of
remedies for false designation of origin and
false advertising, including a discussion of
the remedy of awarding corrective adver-
tising expenses.

ID Manual Update. The Patent and
Trademark Office Acceptable Identification
of Goods and Services Manual has been
updated and is part of the release, in paper-
back form.

Treatise and Forms Available Online.
Trademark Protection and Practice is avail-
able online at www.lexis.com. For sub-
scription information, please call customer
service at 800-223-1940. The Trademark
Protection & Practice Forms are also avail-
able as automated forms using HotDocs™
software. For information call 800-500-
3627 or for a free demo call 801-354-8047.

Related Products

Trademarks and Unfair Competition
Deskbook, 3d Edition. New edition avail-
able April 2007! This guide is a unique and
easy-to-use reference tool offering an up-
to-date synthesis of current and developing
trademark and unfair competition law in
one concise volume.

For purchasing information, please call
customer service at 800-223-1940.

Mealey’s Litigation Report: Trade-
marks. The Report offers specialized, in-
depth coverage of trademark litigation, in-
cluding infringement, the Lanham Act,
Internet issues, trade dress, trade secrets,
unfair competition, insurance coverage,
and more. Published monthly. For more
information or to request a complimentary
sample of Mealey’s Litigation Report:
Trademarks, please contact the Customer
Relations Department at 1-800-632-5397.

World Trademark Law and Practice.
This set offers a complete guide to world
trademark law and practice, with detailed
coverage of 35 major jurisdictions and
summary coverage of another 100.

For subscription information, please call
customer service at 800-223-1940.
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I FILING INSTRUCTIONS I

Gilson on Trademarks™

Publication 726 Release 61 April 2007
Check
As
Done
O Special Filing Alert: Please remove the contents from your current “Trademark Protection & Practice”
binders, and insert into the corresponding volume number of your new “Gilson on Trademarks”
binders.
| 1. Check the Title page in the front of your present Volume 1. It should indicate that your set is filed

through Release Number 60. If the set is current, proceed with the filing of this release. If your set is
not filed through Release Number 60, DO NOT file this release. Please call Customer Services at
1-800-833-9844 for assistance in bringing your set up to date.

O 2. This Release Number 61 contains only White Revision pages.

| 3. Circulate the “Publication Update” among those individuals interested in the contents of this release.

FI-1



Check
As
Done

Revision

Oooooooooooobooooooooogoog

Remove Old

Pages Numbered

Insert New
Pages Numbered

For faster and easier filing, all references are to right-hand pages only.

VOLUME 1

Title page thruxix . . . . . . . .. . . ..
1-39thru 1-43 . . . . . . ..o

2-182.15. . .

2-195 thru 2-198.1 . . . . . . . .. . . ..
2-213 thru 2-218.1 . . . . . . . .. .. ..
2A-3 thru 2A-4.1. . . . . . . ...

2A-105

2A-111 thru 2A-123 . . . . . . . . .. ..

2A-133
2A-155

3-199thru3-243 . . . . . ... ...
3-140.13 thru 3-140.15 . . . . . . . . . ..

Supplement

O

Revision

Oooooooo

VOLUME 2

White October 2006 Supplement Pamphlet. .

Title page thru 5A-91

6-3 ... ..
6-11 thru 6-21
6-35. . . ..

6-43thru6-45. . . . . .. .. ... ...

6-50.1 thru 6-50.5
6-55 thru 6-58.1

Title page thru xvii
1-39 thru 1-44.1

1-59 thru 1-61

1-71

2-9 thru 2-10.1

2-29

2-39 thru 2-44.1

2-79 thru 2-80.1
2-137

2-161 thru 2-162.3
2-177 thru 2-178.1
2-182.15

2-195 thru 2-197
2-213 thru 2-218.1
2A-3 thru 2A-4.1
2A-27

2A-49 thru 2A-50.1
2A-105 thru 2A-106.1
2A-111 thru 2A-124.1
2A-133 thru 2A-134.1
2A-155 thru 2A-156.1
3-19 thru 3-24.3
3-140.13 thru 3-140.15
3-140.27 thru 3-140.29
4-47 thru 4-48.1

Material not replaced

Title page thru 5A-73
6-3

6-11 thru 6-23

6-35

6-43 thru 6-45

6-50.1 thru 6-50.5
6-55 thru 6-58.1



Check

Done

OooooOoOoooooogoo

Revision

OooooOoOoOooooOoooooooooogo

Revision

O

Remove Old
Pages Numbered

7A-113 thru 7A-115

7A-129 thru 7A-132.1

Title page . . . . .
8-109
8203 . ... ...
8-219 thru 8-221. .
8-349 thru 8-350.1 .
9-74.3 thru 9-99 . .
11-5 thru 11-9 . . .
11-16.5 thru 11-21 .
11-54.3
11-83 . . . .. ..

11-162.1 thru 11-1683 . . . . . . . . . ..

11-193 thru 11-194.1
11-233 thru 11-236.1
11-263 thru 11-264.1
11-281 thru 11-284.1
11-335 thru 11-351.
14-3 thru 14-4.1 . .
14-67 thru 14-86.1 .
14-143
14-157
14-171 thru 14-172.1
14-180.1 thru 14-181

Title page . . . . .

Insert New
Pages Numbered

6-71 thru 6-75

7-1 thru 7-3

7-17 thru 7-36.5

7-51 thru 7-52.1

7-57 thru 7-58.1

7-65 thru 7-66.1

7-77 thru 7-78.1

7-91 thru 7-92.11
7-135 thru 7-140.1
7TA-T thru 7A-8.1
7A-31 thru 7A-32.1
7A-53 thru 7A-54.3
7A-113 thru 7A-116.1
7A-129 thru 7A-132.1

Title page

8-109 thru 8-110.1
8-203

8-219 thru 8-221
8-349 thru 8-350.1
9-75 thru 9-100.7
11-5 thru 11-9

11-17 thru 11-22.3
11-54.3 thru 11-54.5
11-83 thru 11-84.1
11-163 thru 11-168.4(3)
11-193 thru 11-194.1
11-233 thru 11-236.1
11-263 thru 11-264.1
11-281 thru 11-284.1
11-335 thru 11-385
14-3 thru 14-4.1
14-67 thru 14-86.3
14-143 thru 14-144.1
14-157 thru 14-158.1
14-171 thru 14-172.1
14-181 thru 14-182.1

Title page



Check Remove Old Insert New

As Pages Numbered Pages Numbered
Done ————— R —
VOLUME 5
Revision
O Titlepage . . . . . . . . ... ... .. Title page
O 30-127 ..o 30-127
VOLUME 6
Revision
O Title page . . . . . . . . . .. ... ... Title page
O App. 1-5. . . . . ..o App. 1-5 thru App. 1-6.1
O App. 1-13 thru App. 1-19. . . . . . . . .. App. 1-13 thru App. 1-20.1
| App. 1-33 thru App. 1-35. . . . . . . . .. App. 1-33 thru App. 1-36.1
O App. 1-41 . . . . ..o App. 1-41
O I-1 thru I-110 0 0 . 0 0 o000 I-1 thru I-111
VOLUME 7
Revision
O Titlepage . . . . . . . . ... ... .. Title page
VOLUME 8
Revision
O Titlepage . . . . . . . .. .. ... ... Title page
VOLUME 9
Revision
| Title page . . . . . . . . . .. ... Title page
VOLUME 10
Revision
O Titlepage . . . . . . . . . .. ... ... Title page
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FILE THE PUBLICATION UPDATE AND FILING INSTRUCTIONS IN THE
FRONT OF THE FIRST VOLUME OF YOUR SET.

To order missing pages log on to our self service center, www.lexisnexis.com/printcdsc or
call Customer Services at 1 (800) 833-9844 and have the following information ready:

(1) the publication title;
(2) specific volume, chapter and page numbers; and
(3) your name, phone number, and Matthew Bender account number.

Please recycle removed pages.

MISSING FILING INSTRUCTIONS?
FIND THEM AT www.lexisnexis.com/printcdsc

Use the search tool provided to find and download missing filing instructions,
or sign on to the Print & CD Service Center to order missing pages or
replacement materials. Visit us soon to see what else
the Print & CD Service Center can do for you!

@® LexisNexis

www.lexis.com
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